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Trademarks

 Portland Vodka

 Nike Vodka

 Jim’s Vodka



Strength of Mark

Generic – Weakest 

Descriptive

Suggestive

Arbitrary – Strongest 



Determine Whether The
Name Is Already Being Used

PTO’s website

Internet search

Thomson-Reuters search

http://tess2.uspto.gov/trademarks/index.jsp

http://trademarks.thomsonreuters.com/searching/full-searches

http://tess2.uspto.gov/bin/gate.exe?f=tess&state=4010:8ak799.1.1
http://trademarks.thomsonreuters.com/searching/full-searches


United States Patent
And Trademark Office



Structured Search



Trademark Electronic
Search System (TESS)



TESS Search Results



Broader List Of Goods And Services



TESS Search Results



Use International Class Number 
(Even Broader)



TESS Search Results



Sample Registration For
JIM BEAM BLACK



Problems Along The Way

Cease & Desist Letter

TTAB:

♦ Opposition to Application

♦ Cancellation Proceeding

Litigation



Likelihood Of Confusion

TTAB’s likelihood of confusion test (DuPont factors):

(1) The similarity of marks 

(2) The similarity and nature of the goods or services

(3) Channels of trade

(4) Class of customers

(5) Fame of prior mark 

(6) Similar marks in use on similar goods

(7) Actual confusion

(8) Concurrent use without evidence of actual confusion

(9) Variety of goods on which a mark is or is not used (house mark, “family” mark, product 
mark)

(10) Applicant and the owner of a prior mark (consent, agreements, assignments, laches)

(11) Applicant’s right to exclude others from use of its mark on its goods

(12) Potential confusion, i. e., whether de minimis or substantial

(13) Any other established fact probative of the effect of use



Likelihood Of Confusion

9th Circuit’s likelihood of confusion test (Sleekcraft factors):

 Strength of the mark

 Proximity of the goods

 Similarity of the marks

 Evidence of actual confusion

Marketing channels used

 Type of goods and the degree of care likely to be exercised 
by the purchaser

Defendant's intent in selecting the mark

 Likelihood of expansion of the product lines



Dilution

To prove dilution, a trademark owner (“Plaintiff”) must show:

 It owns a famous mark that is distinctive

 The defendant is using a mark in
commerce that dilutes the plaintiff ’s
distinctive mark

 The plaintiff ’s mark became famous
before the defendant began using

its mark

 The defendant’s use of the mark
is likely to cause dilution by blurring or by tarnishment
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