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I.

INTRODUCTION

Needless to say, discovery in any complex civil litigation is crucial to assembling the evidence
needed to win the case. Patent litigation is no different in this respect. In many respects, discovery issues
in patent litigation are no different from discovery issues that arise in all other cases. For example, the
tools provided by the Federal Rules of Civil Procedure are the means by which most discovery is
conducted. However, there are a number of important issues that are either patent-litigation-specific or
that tend to be particularly important in patent litigation. For example, many of the districts in which
most patent litigation is conducted have enacted special local rules just for patent disputes. Likewise,
patent cases involve a number of unique privilege issues. This article addresses many of these issues that
any patent litigant should understand well.
II.

WHAT INFORMATION PARTIES TYPICALLY WANT IN DISCOVERY

Although each patent case is different, set forth below is a list of the most common types of
information or documents a patentee and an accused infringer should seek during discovery.
A.

Basic Discovery Every Patentee Should Seek from the Accused Infringer
•
•
•
•
•
•
•
•
•
•

B.

Basic Discovery Every Accused Infringer Should Seek from the Patentee
•
•
•
•
•

*

Claim construction position and support therefor
Basis for each defense (narrow the shotgun list of defenses from the Answer)
Non-infringement contentions (which elements are missing?)
Development, operation, and make-up of accused products
Identification of alleged prior art
Invalidity contentions (element-by-element mapping)
Evidence of accused infringer’s knowledge of patent-in-suit (possible copying,
trigger date for willfulness, include patents citing to patent-in-suit)
Opinions of counsel regarding patent
Financial information regarding accused device (sales, costs, profits)
Licenses regarding patents and technology at issue

Claim construction position and support therefor
Identification of all accused products
Identification of all asserted claims
Infringement contentions (element-by-element mapping)
Dates for conception and reduction to practice (and evidence thereof) for each claim;
evidence of diligence
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•
•
•
•
•
•
•
•
•

III.

Alleged priority date for each claim (particularly when patent issued from a
continuation-in-part application)
All disclosures/sales/offers/uses, etc. of the invention before the patent application
was filed
Damage theory (lost profits or reasonable royalty)
Evidence for reasonable royalty (other licenses/settlements regarding patent,
success/failure of commercial embodiment; may be limited to timeframe of
“hypothetical negotiation”)
Prior art
Other litigations of patent (may provide a trove of prior art)
Evidence of marking under 35 U.S.C. § 287 information (all products that practiced
patent; any evidence of marking) Licensees?
Evidence of “actual notice” under 35 U.S.C. § 287
Pending and abandoned applications and prosecution files in same family as patentin-suit

MANDATORY PATENT DISCLOSURES
A.

Special Local Rules for Patent Cases

In 2000, the Northern District of California adopted a set of local rules specifically for patent
cases. After eight years of experience with these rules, the District substantially revised them in early
2008.1 The rules set a schedule for an early sequence of disclosures of basic patent litigation contentions
and claim construction positions and for a mid-case claim construction briefing and hearing following the
disclosure of these basic patent contentions. In the last few years, numerous other districts have begun
adopting the Northern District’s patent local rules, or extremely close variations, including the Eastern,
Southern, and Northern Districts of Texas, the Northern District of Georgia, the Western District of
Pennsylvania, the Southern District of California, the Western District of Washington, and the District of
New Jersey.2 The rules are also in draft form and likely to be formally enacted in the Eastern District of
Virginia and the Northern District of Illinois and a few other districts. In addition, attorneys in cases
pending in other districts often propose to the court as part of their Rule 16 or 26 report a schedule
modeled after these rules.
Given that many districts are moving towards rules like the Northern California rules for patent
cases, a brief tour through their requirements is instructive. The following chart identifies most of the
requirements of the Northern California rules, as amended in early 2008. Changes from the previous
version of the rules are in italics.
Disclosure/Event
Infringement Contentions –
- identify each asserted claim and the applicable subsection of
35 U.S.C. § 271;
- identify each accused instrumentality (device, method, etc.);
- identify where each element of each asserted claim is found
within each accused instrumentality;
- for alleged indirect infringement, identify any direct
infringement and a description of the acts that allegedly induce
or contribute to that direct infringement;
- for any direct infringement based on acts of multiple parties,
the role of each party;

Party*
P

When
10 days after Initial Case
Management Conference
(Rule 16 Conference)

- identify whether the element is alleged to be present literally or
by equivalence
- the basis for any allegation of willful infringement3
Priority Date – for each asserted claim4
Patentee’s Commercial Embodiments – if patentee wishes to rely
on its own commercial embodiments of the patent, identify the
embodiments, and produce documents sufficient to show the
operation of such embodiments5
File History of Asserted Patents
Documents evidencing the conception, reduction to practice,
design, and development of claimed invention6
Documents evidencing ownership of the patent rights7
Documents showing any sales, offers, disclosures, public use
before the filing of the patent application8
Invalidity Contentions –
- identify each prior art reference/activity that anticipates or
renders obvious asserted claim;
- identify where each element of each allegedly invalid claim is
found in each piece of prior art;
- disclose contentions for invalidity based on enablement or
written description under 35 U.S.C. § 112(1), indefiniteness
under 35 U.S.C. § 112(2)
- disclose contentions for invalidity under 35 U.S.C. § 1019
Documents sufficient to show operation of accused
instrumentality10
Copy of all prior art identified in Invalidity Contentions11
Proposed Claim Terms for Construction12
- identify all claim terms that the party contends should be
construed;
- identify which of those terms the party contends are governed by
35 U.S.C. § 112(6)
Proposed Constructions13
- identify proposed constructions for each term identified by any
party;
- identify structure, material, or act corresponding to any term a
party contends is governed by 35 U.S.C. § 112(6);
- identify any supporting extrinsic evidence;
- identify all references from the specification or prosecution
history that support each proposed construction
File Joint Claim Construction Statement14
- identify agreed construction;
- identify each party’s proposed construction of each disputed term
and supporting intrinsic and extrinsic evidence;
- identify anticipated length of Claim Construction Hearing;
-identify any witnesses that the parties might call at the hearing
(including a summary of any expert witness testimony);
- identify “the terms whose construction will be most significant to
the resolution of the case up to a maximum of 10”
Claim Construction Briefs15

P
P

P
P
P
P
AI

45 days after previous

AI
AI
B

10 days after previous

B

20 days after previous

B

60 days after Invalidity
Contentions

B

45, 59, and 66 days after
previous

Claim Construction Hearing16

B

Disclosure of Advice of Counsel – any advice of counsel on which
a party intends to rely as part of a patent-related claim or defense17
*P=Patentee; A=Accused Infringer; B=Both

AI

B.

~2 weeks after final brief
filed
50 days after Claim
Construction Ruling

Sufficiency of Patent Local Rule Contentions

Because patent local rule contentions are typically required early in the case, before significant
discovery has occurred, many litigants often are tempted to provide high-level, cursory contentions with
the expectation that any holes can be filled in later. While it is true that contentions need not recite all
evidence supporting a contention (including evidence in the control of an opponent or third party and
might be uncovered later in discovery),18 courts generally require detailed contentions that provide
specific claim-by-claim theories for each accused product or method and each piece of prior art.
The contentions must actually provide details about how the accused product or method (or, for
invalidity contentions, the prior art) meets each claim element. Merely stating that the accused product
has the claim element is clearly inadequate.19 Also, the contentions should include specific citations to
evidence.20
For infringement contentions, the plaintiff should include separate contentions (e.g., a separate
chart) for each accused product or method.21 For example, one court compelled more detailed contentions
where the Plaintiff included "shotgun accusations of hundreds of products infringing hundreds of
claims.”22 In a notable case showing the danger of failing to include contentions for each accused product
or method, a patentee recited specific contentions accusing Microsoft’s Windows XP software of
infringement and, in a footnote, casually stated its contention that it believed Windows Vista software
infringed in a “similar” way.23 Because the patentee failed to include specific contentions showing how it
believed Windows Vista software met each element of the claims, the court struck the insufficient
contention against that software and, given that the case was close to trial, refused to allow amendment.24
For invalidity contentions, most local rules require a claim-by-claim chart for each reference. A
common battle is over the disclosure of specific combinations for obviousness. Generally, courts require
a claim-by-claim identification of specific combinations of prior art references, and defendants who fail to
provide this detail do so at their peril.25
C.

Amendments to Patent Local Rule Contentions

The 2008 revisions to the Northern District of California’s rules eliminated the earlier version’s
concept of “preliminary” and “final” infringement and invalidity contentions in favor of a single round of
contentions that can be modified only for good cause.26 The rationale for the change was eliminate a
perceived right to reformulate contentions throughout the case, thereby holding litigants to their initial
positions except in very special circumstances.27 Non-exhaustive examples of circumstances that might
constitute “good cause” for amending contentions include, as set forth in the rules, “(a) a claim
construction by the Court different from that proposed by the party seeking amendment; (b) recent
discovery of material prior art despite earlier diligent search; and (c) recent discovery of nonpublic
information about the accused instrumentality which was not discovered, despite diligent search, before
the service of the Infringement Contentions.”28
Whether good cause exists in a given case will be heavily dependent on the specific set of facts
regarding the particular proposed amendment. However, the extensive case law that has developed
provides some guideposts as to what factors tend to point to and away from good cause. As the examples

in the Northern District of California rule suggest, courts are likely to find good cause where: (1) the
proposed amended contention is based on new information recently learned in discovery29; and (2) the
amendment is proposed very early in the case (and thus without likely prejudice).30 In contrast, courts
have often found no good cause and denied leave to amend contentions where: (1) the amending party
had the information necessary to make the proposed amendment at the time of the original contentions31;
(2) the amending party was not diligent in discovering the information on which the contention is based
or in raising the amendment once it did learn the information32; (3) the party’s counsel failed to
understand the significance of information it had33; and (4) the proposed amendment occurs very late in
the case or close to trial.34
D.

Enforcement of Patent Local Rule Contentions

Failing to follow the disclosure requirements of patent local rules can be disastrous for a litigant.
In two exemplary cases, the Federal Circuit has affirmed decisions dismissing patent infringement claims
based on new infringement theories revealed too late in the case. In 02 Micro International Ltd. v.
Monolithic Power Systems, Inc.,35 the Federal Circuit affirmed the Northern District of California’s grant
of summary judgment of non-infringement and refusal of leave for the patentee to amend its infringement
contentions. There, three months before moving for leave to amend, the patentee had learned in
discovery about the facts that gave rise to the new theory. The district court found, and the Federal
Circuit affirmed, that the three-month delay between learning of the facts and moving for leave to amend
did not show sufficient diligence to satisfy the local rule’s requirement of “good cause” for amending
infringement contentions. A similar result occurred in Safeclick, LLC v. Visa International Service
Association,36 in which the patentee’s new infringement theory was first advanced in opposition to Visa’s
motion for summary judgment of non-infringement. The district court found no good cause for the new
theory and granted summary judgment. While the Federal Circuit found that it might have made a
different decision had it been in the place of the district court, it held that there was no abuse of discretion
and affirmed the grant of summary judgment.
Several recent district court cases provide additional examples. In Ronald A Katz Technology
Licensing LP v. General Motors Corp.,37 the plaintiff opposed a defendant’s motion for summary
judgment of non-infringement by asserting a “joint” infringement theory by which it alleged that that the
defendant “controls the action of its vendor." But because that specific contention had never been
disclosed in plaintiff's interrogatory responses, the opposition was stricken. Likewise, in Seiko Epson
Corporation v. Optoma Technology, Inc.,38 a patentee was precluded from pursuing claims against
additional accused products that had been one sale at the time of, but not included in, the original
infringement contentions. In Anticancer Inc v. Cambridge Research & Instrumentation, Inc.,39 the court
showcased the potential danger of providing contentions that lack sufficient detail. There, the
infringement contentions were found to be "cursory, single-sentence allegations" based on "photographs
from [the defendant's] website."40 The defendant moved for summary judgment of non-infringement
based on the insufficient contentions. In granting the motion, the Court laid the blame squarely at the feet
of the original contentions: “With such thin allegations of infringement, [plaintiff] has failed to create a
triable question of fact that the [accused product] contains all the limitations of all the claims at issue. To
the extent that [plaintiff's] opposition seeks to introduce new theories of infringement based on evidence
which [plaintiff] did not disclose in its PICs . . . [s]ummary judgment is appropriate against a party who
bases its opposition on theories omitted from its infringement contentions.”41
E.

Limits on Other Discovery Prior to Patent Local Rule Deadlines

Most of the local patent rules enacted by districts include a provision that allows a party to refuse
to answer interrogatories and other discovery requests seeking certain types of patent-related information
before the date such disclosure is required by the patent rules. For example, a defendant receiving an

interrogatory seeking a comparison of the claims to the prior art can refuse to answer that interrogatory
prior to the time its invalidity contentions are due under the patent local rules.42 Other examples of
discovery that can be refused prior to the time provided under the patent local rules for disclosure are
requests seeking a party’s claim construction position, seeking to elicit a comparison of the claims to an
accused product or method, and seeking identification of any advice of counsel.43
IV.

OBTAINING BASIC PATENT CONTENTIONS THROUGH STANDARD DISCOVERY
TECHNIQUES

When there are no local patent rules that govern nor a scheduling order that adopts similar rules
for the case, patent litigants must obtain the important claim construction, infringement, and invalidity
contentions through the discovery techniques provided by the Federal Rules. Given the importance of
these contentions, significant case law addresses what can be asked and how.
A.

Obtaining Claim Construction Contentions

Parties may use interrogatories to flush out the other side’s claim construction positions. The
clear majority of courts addressing the issue have required disclosure.44 Courts have also rejected the
argument that a party should not be required to disclose its claim constructions until it serves its claim
construction brief.45 Courts have also required the responding party to provide an actual construction
rather than merely stating the tautology that the claim has its ordinary and customary meaning to one
skilled in the art.46 Courts are far more likely to order claim construction positions to be provided through
interrogatory responses than through deposition testimony,47 although some courts have required such
deposition testimony to be provided.48 Finally, courts are likely to use their sanctions authority by
precluding a party from taking a position on claim construction different from that provided in response to
interrogatories.49
B.

Obtaining Infringement Contentions

Courts generally will require parties to respond to interrogatories seeking their contentions on
infringement or noninfringement.50 Courts have also been willing to require specific formats for
providing such contentions, including element-by-element claim charts51 and even diagrams of the
accused device labeled with claim elements.52 Furthermore, some courts have gone so far as to require
infringement contentions to be provided through deposition testimony, rejecting arguments that this
would require the deponent to provide expert testimony.53 As sanctions, courts may refuse to permit
contentions at trial that differ from discovery responses.54
C.

Obtaining Invalidity Contentions

Just as the accused infringer wants to know how the patentee applies its patent claims to the
accused product, so too the patentee needs to know what prior art the accused infringer contends to
anticipate or render obvious the patent claims. In addition, the patentee will want to know what other
invalidity arguments the accused infringer will assert, including written description, best mode, and
indefiniteness under 35 U.S.C. § 112 and utility, unpatentable subject matter, and inoperability under 35
U.S.C. § 101. Of course, the local patent rules enacted by many districts require a detailed element-byelement claim chart applying prior art to the asserted claims as well as disclosure of arguments under
section 112. In the absence of such local rules, courts have compelled an accused infringer to respond to
interrogatories seeking at least an identification of prior art alleged to anticipate or render obvious the
claims, with some courts also requiring a detailed explanation of how each prior art reference applies to
the claims.55

D.

Using Rule 12 Motions To Obtain Early Infringement Or Invalidity Contentions

Parties in patent cases should also consider whether they might use motions under Rule 12 to
obtain more detailed information about the claims asserted, the accused products or methods, or the basis
for defenses before discovery even opens. Rule 8 requires that a Complaint contain only a “short and
plain statement of the claim showing that the pleader is entitled to relief.” However, Rule 12(e) provides
that “[a] party may move for a more definite statement of a pleading to which a responsive pleading is
allowed but which is so vague or ambiguous that the party cannot reasonably prepare a response.” Recent
decisions suggest that some courts are willing to force patent owners, at the pleading stage, to identify the
asserted claims and the accused products or methods. For example, in eSoft, Inc. v. Astaro Corporation,
the district court held that “[p]laintiff cannot foist the burden of discerning what products it believes
infringe the patent onto defense counsel, regardless of their skill and expertise,” and ordered a more
definite statement.56 Likewise, in Taurus IP, LLC v. Ford Motor Co., the court went even further and
ordered a more definite statement of both the accused products as well as the asserted claims,57 and held
that if the patentee wished to later add additional claims or accused products, it would need to amend the
Complaint.58 Factors that have influenced courts to require a more definite statement include vague or
absent descriptions of the accused devices or methods59 and a very large number of possible patent claims
and/or accused devices/methods.60 Despite the increasing number of cases ordering a more definite
statement, many courts still are not as receptive to such motions, leaving more detail to the discovery
process.61
Two recent Supreme Court cases also might provide support for parties to go further and seek
dismissal of pleadings that fail to provide sufficient detail of the patent infringement allegations or
defenses thereto. First, in Bell Atlantic v. Twombly,62 decided in 2007, the Court held that a Complaint
was properly dismissed for failure to state a claim for antitrust where the Complaint contained only a
conclusory allegation of an illegal “agreement” (one element of an antitrust violation). In doing so, it
overruled the holding in 1952’s long-quoted Conley v. Gibson decision that “a complaint should not be
dismissed for failure to state a claim unless it appears beyond doubt that the plaintiff can prove no set of
facts in support of his claim which would entitle him to relief.”63 Instead, the Court explained the new
standard as follows: “While a complaint ... does not need detailed factual allegations, a plaintiff's
obligation to provide the 'grounds' for his 'entitle[ment] to relief' requires more than labels and
conclusions, and a formulaic recitation of the elements of a cause of action will not do.”64 The Court
emphasized that a complaint alleging conspiracy in an antitrust action must include “enough factual
matter (taken as true) to suggest that an agreement was made.”65
In the wake of Twombly, district and circuit courts have struggled to determine whether the
decision even applied to other types of civil cases (including patent cases),66 and if so, how much detail
was really required to provide fair notice of the grounds for a claim of or defense to patent infringement.67
However, on May 18, 2009, the Supreme Court followed up on Twombly with its decision in Ashcroft v.
Iqbal,68 in which it held that the district court should have dismissed a civil rights case against John
Ashcroft and Robert Mueller relating to post-9/11 detentions by the FBI. The Court made two important
observations that will be useful in patent cases. First, contradicting a number of post-Twombly district
and circuit court decisions, the Court made crystal clear that “Twombly expounded the pleading standard
for ‘all civil actions.’”69 Second, the Court effectively rejected the argument (made and accepted in some
post-Twombly patent cases) that heightened pleading was unnecessary for patent cases in jurisdiction
having patent local rule that mandate early disclosure of infringement and invalidity contentions: “[T]he
question presented by a motion to dismiss for insufficient pleadings does not turn on the controls placed
upon the discovery process.”70 Before laying out a test for deciding whether pleadings are sufficient, the
Court remarked that “Rule 8 marks a notable and generous departure from the hyper-technical, codepleading regime of a prior era, but it does not unlock the doors of discovery for a plaintiff armed with
nothing more than conclusions.” The Court then explained the “two-pronged” process for deciding

whether a pleading should be dismissed for failure to state a claim. First, the court must “identify[] the
allegations in the complaint that are not entitled to the assumption of truth.”71 Factual allegations are
entitled to that assumption, while mere conclusions are not.72 Next, after separating out the legal
conclusions the court must determine whether the remaining factual allegations “plausibly suggest an
entitlement to relief.”73 The Court reiterated that “[t]he plausibility standard is not akin to a ‘probability
requirement,’ but it asks for more than a sheer possibility that a defendant has acted unlawfully.”74 A
complaint fails to meet the “plausibility” test when it “pleads facts that are ‘merely consistent with’ a
defendant’s liability.”75
Certainly, Twombly and Iqbal have raised the bar required for pleadings any allegations,
including patent infringement, but it remains to be seen whether courts will apply these decisions to
require a patent complaint to identify specific products and claims. The Court made express that drawing
the line between facts that make relief plausible instead of merely possible will be a “context-specific
task” that will require judges to draw on their “judicial experience and common sense.” It is inevitable
that the filing of 12(b)(6) motions in patent cases will now increase, and courts will be forced to flesh out
the standard for the patent complaint context.
V.

POSTPONING CERTAIN TYPES OF DISCOVERY IN PATENT CASES

Because discovery is such a large and expensive part of a patent case, parties should consider
whether to seek some limitation, postponement, or phasing of certain types of discovery. For example,
some courts have been receptive to staying or postponing all discovery except for that relevant to claim
construction until after the Court has construed the claims.76 Courts have also been receptive to
postponing discovery solely related to damages issues so that the parties can focus initially on liability
and possibly resolve the case on summary judgment before wasting resources on damages discovery.77
VI.

IDENTIFICATION AND PRODUCTION OF PENDING AND ABANDONED PATENT
APPLICATIONS AND THEIR FILE HISTORIES

In general, patent applications that are still pending in the Patent Office or that have been
abandoned, including their prosecution histories, are “kept in confidence” and are unavailable to the
general public, at least for a time period.78 The courts have held that the Patent Office’s statutory
requirement to maintain application secrecy does not apply to the courts in litigation.79 Nonetheless,
given the recognition by the statute of the importance of secrecy to the patent application process, the
courts generally require a heightened showing of “direct relevance” to order production.80 A patentee’s
abandoned or pending patent applications that are in the same family of applications as the patent-in-suit
are often found to be directly relevant because they might provide evidence of the patentee narrowly
defining a claim term in common with the patent-in-suit, making them possibly relevant to claim
construction, equivalence, and prosecution history estoppel.81 Such applications might also disclose
rejections of similar claims as those asserted by the patentee, or at least may reveal additional prior art
known to the patentee. An accused infringer’s patent applications may also be relevant to issues in the
litigation, including the state of the art, the long felt need of the patented invention, and the content of the
prior art.82 However, courts have rejected the argument that the defendant’s patent application regarding
its accused product is relevant to infringement because “patent applications can disclose a lot of things –
sometimes the same and sometimes different from the actual process being used.”83 The argument that a
defendant’s patent applications might be relevant by showing admissions as to what is patentable has also
been rejected as a basis for ordering production.84 Finally, courts have made clear that any litigant
moving to compel production of pending or patent applications should carefully delineate the specialized
need for the applications rather than making generalized arguments regarding relevance.85

VII.

E-DISCOVERY IN LIGHT OF THE 2006 AMENDMENTS TO THE FEDERAL RULES
OF CIVIL PROCEDURE

We live in a digital world in which more and more documents that are relevant in a litigation,
such as spreadsheets, databases, and e-mail are stored in electronic form on computers. On December 1,
2006, in response to this societal change, the Federal Rules of Civil Procedure were amended to provide
rules for discovery of “electronically stored information” (“ESI”). In total, these “e-discovery”
amendments modified Rules 16, 26, 33, 34, 37, and 45.
Even before the amendments, it was fairly well-settled that electronic documents were
discoverable. However, disputes commonly arose about scope and production mechanics, such as
whether large volumes of data could be searched for relevance using keywords or whether a party could
demand long-ago erased information to be forensically recovered. The amendments now confirm the
case law’s that ESI86 is discoverable and provide some rules regarding scope and production mechanics.
The major points of these amendments are discussed below.
A.

Parties Must Plan For Production Of ESI At Initial Conferences

While ESI was often discussed at preliminary discovery conferences before the amendments, the
changes now require consideration of electronic discovery from the very outset of the case. The parties
must discuss in the initial Rule 26(f) discovery conference the issues regarding the production of ESI.
The discovery plan they produce under that rule must address “any issues relating to disclosure of
electronically stored information, including the form or forms in which it should be produced.” Finally,
each party’s Rule 26(a) initial disclosures must identify any ESI that it intends to use to support its claims
or defenses.
B.

Production Of ESI Must Be In A “Reasonably Usable Form”

In complex litigation today, it is common for parties to agree to produce documents in computerimaged form (e.g., TIF or PDF computer format) rather than in boxes of paper. For such all-electronic
productions, paper documents are generally scanned, while electronic documents are converted to the
image format of production. Question often arise about how ESI is converted for production, such as
whether the ESI must be converted to a word-searchable format. The ESI amendments generally resolve
this issue.
The rules require that ESI be converted, if necessary, to a “reasonably usable form.”87 For
example, discoverable data that was stored by the company in a proprietary format unreadable by
computers outside the company must be converted to something that the responding party could
reasonably use.
If ESI is already maintained in a “reasonably usable form,” it can be converted to a different
“reasonably usable form,” but not one that is more difficult to use. Thus, an electronic document that is
already text-searchable cannot be converted to an unsearchable image for production.88
C.

Presumption Against Producing Electronically Stored Information That Is “Not
Reasonably Accessible”

An important change to the rules is that ESI is presumptively not discoverable if it comes from a
source that is “not reasonably accessible because of undue burden or cost.”89 While the rules do not
specify what types of sources might meet this requirement, they could include back-up tapes and
overwritten or deleted data. In order to raise the presumption, however, the party to a discovery request

must identify, by category and type, any such sources that are “not reasonably accessible” that it is not
searching and not producing. In response to such an identification, the requesting party may challenge the
designation by moving to compel, at which point the responding party bears the burden to show that the
information is not reasonably accessible. If the court agrees that the information is not reasonably
accessible, the information is presumptively not discoverable unless the requestor shows “good cause.”
Even then, the rules empower the court to specify conditions on the production, such as shifting the cost
of production to the requesting party.
D.

The So-Called “Safe Harbor” Provision For Destroyed ESI

More so than paper documents, companies often have routine document destruction plans for
ESI, such as automated destruction of e-mails more than certain number of years old. Such plans have
been the subject of a number of high-profile impositions of sanctions for spoliation when electronic
documents were destroyed, albeit as part of an automated plan, after litigation commenced.
Amended Rule 37 now includes the following provision designed to address routine destruction
of ESI:
Absent exceptional circumstances, a court may not impose sanctions under these rules on
a party for failing to provide electronically stored information lost as a result of the
routine, good-faith operation of an electronic information system.90
While provision facially seems to create a “safe harbor” against sanctions for loss of ESI pursuant to a
good-faith routine destruction plan, it is not likely as safe as it sounds. First, the amendments states that
sanctions should not be imposed “under these rules,” which leaves the court free to impose sanctions
under other sources of authority, including its inherent power of case management or rules of professional
responsibility. Second, the requirement of “good faith” may close the “safe harbor” to ESI destroyed
after litigation is anticipated. In fact, the Committee Notes imply that the “good faith” requirement would
likely preclude a party from exploiting the routine operation of its electronic systems to thwart discovery
obligations by allowing the system to destroy relevant documents after litigation is anticipated.91
An important yet unsettled question is what triggers an anticipation that infringement litigation is
probable and the corresponding duty to preserve evidence, thus taking one out of the safe harbor of Rule
37. Courts have taken three general approaches. A few courts have taken opposite extremes, finding that
the duty did not arise until a lawsuit was filed92 or that the duty arose years before a notice letter because
“similar litigation was rampant in the industry.”93 The middle-ground approach is that a definitive threat
of suit by the owner of intellectual property is required to trigger the preservation duty.94
VIII.

ATTORNEY-CLIENT PRIVILEGE AND WORK PRODUCT ISSUES IN PATENT
LITIGATION
A.

Attorney-Client Privilege for Specific Patent-Related Documents
1.

Patent Invention Records and Other Client Technical Information

For decades, there were two diverging views regarding whether technical communications
between inventors and patent attorneys relating to the preparation and prosecution of a patent applications
were privileged or not. One view originated in Jack Winter, Inc. v. Koratron Co.,95 in which the district
court concluded that technical information provided by a client to its patent attorney for purposes of
preparing and prosecuting a patent application was not privileged.96 The basis for the court’s decision
was that the various disclosure requirements set forth in 35 U.S.C. § 112 required the patent attorney to

submit all technical information provided by the client to the PTO.97 Given this statutory mandate, the
attorney was serving “merely as a ‘conduit’” and not as providing legal advice. Id. This conduit theory
of the Jack Winter decision was followed by a number of courts around the country over the following
decades.98
The second, conflicting view on the issue comes from the Court of Claims’ decision in Knogo
Corp. v. United States.99 There, the court held that the disclosure requirements of 35 U.S.C. § 112 do not
preclude the attorney-client privilege over communications in patent prosecution.100 The court criticized
the conduit theory as an inaccurate oversimplification that improperly treated patent lawyers as different
from other types of lawyers. The court explained that the patent attorney is not merely a pass-through but
instead exercises legal judgment in extracting the invention from the technical information provided by
the client and preparing the application.101 Over the years, the Knogo view became the rule in the
majority of jurisdictions.102
In 2000, the Federal Circuit ended the conflict with its decision in In re Spalding Sports
Worldwide, Inc.,103 which endorsed the Knogo line of cases in which materials furnished to an attorney
for purposes of a patent application may be privileged. There, the court held that invention records
prepared or provided by inventor are privileged so long as they were prepared and provided to an attorney
for the purpose of securing primarily legal advice on patentability and legal services in preparing a patent
application.
Based on Spalding, a company can maximize the likelihood that privilege will apply to invention
records and other technical information regarding an invention by ensuring that invention records
completed by inventors are labeled attorney-client privileged and for the purpose of being submitted to an
attorney for legal advice, that the records are actually provided to attorney for this purpose, and that the
records are not provided to those who do not need to see them.
2.

Privilege/Work Product for Patent Licensing Entities

The attorney-client privilege only applies to communications seeking or giving legal advice from
a professional legal adviser in his or her capacity as such.104 In contrast, “[t]he privilege does not cover
communications concerning business matters.”105 Likewise, work product immunity generally does not
apply to “materials assembled in the ordinary course of business.” Although the lines between legal and
business advice and between materials created for litigation and in the ordinary course of business may be
fuzzy for any company, what happens to privilege and work product protections when the very business
of the company is litigation. This question has erupted in the patent litigation community as more and
more patent cases are being filed by non-practicing entities whose entire business is the licensing and
enforcement of their patents.
The question was squarely addressed in a 2008 patent litigation brought by a subsidiary of
Acacia, a well-known entity associated with acquiring, licensing, and enforcing patents.106 There, Acacia
Patent Acquisition Corporation (“APAC”), a subsidiary of Acacia Research Corporation (“Acacia”),
acquired two patents from Carlos Amado, with Amado retaining a right to 50% of the royalties generated
from the patents. APAC then assigned the patents to Diagnostics Systems Corporation (“DCS”), another
Acacia subsidiary. DSC then set out on a licensing campaign contacting targets, alleging infringement,
and attempting to negotiate licenses of the two patents. Ultimately, DSC filed suit against a large number
of defendants. During discovery, one of the defendants, NetScout, moved to compel the production of
over a thousand documents that DSC had withheld as privileged or work product. The Court, reviewing a
Special Master’s decision, provided a detailed analysis of how privilege and work product apply to a
company like Acacia, whose business is patent acquisition, licensing, and enforcement.

The court started off explaining the problem with distinguishing between DSC’s “business”
versus “legal” matters: “DSC’s only business is to analyze, investigate, and attempt to enforce the
patents-in-suit. While much of DSC’s activities relate to litigation and legal advice, for which the
protection asserted by DSC is proper, much of DSC and the related entities’ activities center on their
business objectives to license and acquire patents and do not bestow the same protections on related
documents. . . . As explained by the Special Master, the DSC entities’ employees take multiple roles, both
business and legal.”107 The court then held that for a company like DCS, “evaluating patents to acquire
and targets to assert those patents against” involved “clearly business functions, and documents resulting
from these functions cannot be categorized in sweeping assertions of privileges and protection in order
shield the documents from discovery simply because [the executive] is a lawyer.”108 In addition, the court
noted that because “offers to license are a central aspect of DSC’s business model,” documents regarding
offers to license patents sent to a large number of targets were not privileged or work product: “Plaintiff
attempts to make the time period during which litigation was anticipated as broad as possible. However,
Plaintiff’s business model does not allow it to claim such broad privileges. . . . If the Court were to adopt
DSC’s position with respect to the work product doctrine, virtually all activities engaged in by a company
premised entirely on licensing and/or enforcing patents via litigation would be classified as “in
anticipation of litigation” and would therefore be work product; such a sweeping application of the work
product doctrine is unsupported.”109 In the end, the Court ordered DCS to produce over a third of the
1300 withheld documents.110
3.

Communications with Patent Agents

Advice regarding patentability and preparation of patent applications is often rendered by a patent
agent instead of a patent attorney. Agents are those who are registered to practice before the PTO and
need not be attorneys. The question often arises whether communications between patent agents and
clients may be covered by the attorney-client privilege. The cases addressing this issue are conflicted.
Some courts have been willing to extend the attorney-client privilege to communications with patent
agents, either in the abstract111 or so long as the agent is acting under the supervision of an attorney.112
Other courts have held that because patent agents are not attorneys, the attorney-client privilege cannot
apply to communication between them and their clients.113 In the same vein, the cases regarding
communications with foreign patent agents are mixed.114
4.

Prior Art and Searches Therefor

In general, the facts that searches for prior art were performed and the results of such searches are
generally not privileged because this information “is factual in nature and does not seek to probe [] advice
given by its counsel or the mental impressions, thoughts, or other protected work product of its
counsel.”115 However, an attorney’s analysis of the results of a prior art or patentability search that are
communicated to the client may be privileged to the extent it constitutes legal advice.116
5.

Expert Witness Materials

More than any other type of litigation, patent cases invariably involve expert witnesses, with
many cases having at least one (but often more) technical expert witness per side, at least one damage
expert witness per side, and often a legal or patent office procedure expert witness per side. As such, a
significant part of patent litigation discovery involves experts. Two primary issues arise regularly with
respect to experts: whether drafts of the expert report must be saved and produced and whether attorneyexpert communications and all materials shared with the expert must be produced.
a)

Drafts of Expert Reports

Generally, drafts of expert reports should be considered discoverable under Fed. R. Civ. P
26(a)(2).117 In Trigon Ins. Co. v. U.S.,118 the district court held that Rule 26 obligated a party to produce
drafts of experts’ reports “from the time of their genesis,” such that the party was “on notice that the
materials were to be preserved so that they could be disclosed at the appropriate time.” Furthermore,
because the drafts had not been saved, the court also imposed sanctions for spoliation.119
Because of these concerns of the discovery of drafts, expert reports are often written with no
drafts communicated between attorneys and the expert. Instead, the expert keeps one draft and works
with the attorneys when writing it, either in person or over an on-line meeting in which everyone can see
the expert’s computer screen over the Internet. Attorneys should also ponder the question whether saving
over a previous version constitutes spoliation.
b)

Attorneys’ Disclosures to and Communications with Their Testifying
Expert

Rule 26(a)(2) requires disclosure of all materials given to an expert, but some of these materials
might also be viewed as attorney work product. The tension between these two authorities has been
resolved differently by courts. In some jurisdictions, the adoption of Rule 26 has been viewed as
trumping the work product doctrine, such that all communications with and documents and information
shared with testifying experts are subject to discovery.120 The Federal Circuit seemingly has adopted this
approach.121
Other jurisdictions, however, have found that Rule 26 cannot trump the longstanding law
supporting a work-product doctrine. These courts have held that “factual” work product is discoverable,
but the mental impressions and opinions of counsel (often termed “core work product”) are protected
even if shared with an expert.122
c)

ABA Proposed Amendments to Federal Rules of Civil Procedure

In August 2006, the American Bar Association voted for a rule change that would shield from
discovery draft expert witness reports and communications between expert witnesses and the attorney.123
The proposal would amend Rule 26(a)(2) to provide a privilege for such materials. The proposal has been
forwarded to the U.S. Supreme Court’s Committee on Civil Rules, but after nearly four years, it appears
unlikely that the proposal will be adopted.

6.

Settlement Agreements and Negotiations – The Alleged “Settlement
Privilege”

With the ever increasing number of multi-defendant patent lawsuits, the discovery of settlement
negotiations and settlement license agreements, and possible use of that information in showing a
reasonable royalty, has become a more contested issue. It is important to first distinguish between
discoverability and admissibility of such information. Traditionally, the courts have viewed patent
licenses executed in settlement of litigation as inadmissible for determining a reasonable royalty.124
However, in the recent case of ResQNet.com, Inc. v. Lansa, Inc.,125 the Federal Circuit suggested that a
litigation-induced license may actually be probative, or at least more probative than less comparable
licenses.126 In the aftermath of ResQNet.com, some courts may be softening their views on the
inadmissibility of litigation licenses.127
Just because something is inadmissible for some purpose does not, however, make it immune
from discovery. Thus, most courts have long held that a license agreement arising out of settlement of
litigation is discoverable.128 The more disputed issue is whether the importance of encouraging settlement

discussions justifies a “privilege” over discovery of negotiations and discussions that lead to the
settlement license. Some courts, including those in the Eastern District of Texas, have followed a Sixth
Circuit case, Goodyear Tire & Rubber Co. v. Chiles Power Supply, Inc.,129 that identified a Federal
common law privilege over settlement negotiations and discussions.130 Other courts have rejected this
approach, finding that settlement discussions, while perhaps inadmissible, are nonetheless discoverable.131
In the aftermath of ResQNet.com, several judges in the Eastern District of Texas have appeared to
abandon Goodyear and allow discovery regarding settlement negotiations.132 Others, however, have
found that ResQNet.com is no reason to alter the district’s bright-line settlement privilege.133
7.

Work-Product Application to Patent-Related Proceedings Other than
Litigation

The work-product immunity generally protects from discovery attorney work product prepared
“in anticipation of litigation.” A question often arises whether materials prepared in anticipation of
various proceedings before the Patent Office qualifies for this protection. Courts have generally agreed
that for those Patent Office proceedings that are highly adversarial, such as interferences, reexaminations,
and appeals from Patent Office decisions, work product immunity should apply.134 However, the basic
patent application process is considered ex parte, not adversarial, and documents relating to these
activities are not considered immune work product.135
B.

Waivers of Privilege
1.

Voluntary Production of Non-Liability Opinion

Nearly all patentees allege in their Complaint that the infringement has been willful,136 a charge
that if proven could subject the infringer to up to treble damages and the patentee’s attorney fees.137 One
of the key factors for determining whether infringement was willful has traditionally been “whether the
infringer, when the infringer knew of the patent holder’s patent protection, investigated the issue by
seeking legal advice and formed a good faith belief that the patent was invalid or was not infringed.”138
In fact, in 1983, just after its creation, the Federal Circuit held in Underwater Devices Inc. v. MorrisonKnudsen Co.139 that where a potential infringer has notice of another’s patent rights, it had an affirmative
duty of due care to determine whether or not it infringed, including obtaining legal advice. Soon
thereafter, the Court went further and held that willfulness could be inferred by the trier of fact if the
accused infringer who had notice of the patent failed to produce a competent, exculpatory opinion of
counsel during the litigation.140 This law of a “negative inference” was overruled in 2004 in KnorrBremse Systeme Fuer Nutzfahrzeuge Gmbh v. Dana Corporation.141 Nonetheless, the Knorr-Bremse
decision refused to overturn the affirmative duty of due care to ensure one is not infringing a patent of
which one has notice and the reliance on legal advice remains an important factor for an accused infringer
to show lack of willfulness.142
The landscape of willfulness law was recreated in 2007, when the Federal Circuit, sitting en banc
in the case of In re Seagate Technology, LLC,143 overturned the affirmative duty of due care, which the
Court likened essentially to a negligence standard for enhanced damages:
Th[e] affirmative duty of due care] standard fails to comport with the general
understanding of willfulness in the civil context . . . and it allows for punitive damages in
a manner inconsistent with Supreme Court precedent. . . . Accordingly, we overrule the
standard set out in Underwater Devices and hold that proof of willful infringement
permitting enhanced damages requires at least a showing of objective recklessness.
Because we abandon the affirmative duty of due care, we also reemphasize that there is
no affirmative obligation to obtain opinion of counsel.144

Seagate also announced a new test for willful infringement, namely one of objective recklessness:
Accordingly, to establish willful infringement, a patentee must show by clear and
convincing evidence that the infringer acted despite an objectively high likelihood that its
actions constituted infringement of a valid patent. The state of mind of the accused
infringer is not relevant to this objective inquiry. If this threshold objective standard is
satisfied, the patentee must also demonstrate that this objectively defined risk
(determined by the record developed in the infringement proceeding) was either known
or so obvious that it should have been known to the accused infringer.
While the Federal Circuit has abolished the affirmative duty of due care, opinions of counsel are
likely to continue having a role in defending against a willfulness charge, albeit now a much lesser role
under a test that allows many different types of evidence to be used to show lack of objective
recklessness.145 Furthermore, opinions of counsel may continue to be important to defending against
other charges in a patent case, including inducement of infringement under 35 U.S.C. § 271(b).146
Because the strategic disclosure of legal advice in a patent case will continue despite the recent change in
willfulness law, a number of discovery issues will continue to arise around such disclosure, chiefly, (a)
the scope of the waiver and (b) the timing of the waiver.
a)

Scope of Waiver Due to Production of Opinion

When an accused infringer discloses an opinion of counsel, a dispute will likely arise over the
scope of the subject matter waiver of privilege. Although the patentee is certainly entitled to all opinions
that the accused infringer has obtained, not just the favorable ones, there has long been substantial dispute
among the district courts regarding how much more the waiver encompasses. Until 2006, the Federal
Circuit had not provided uniform guidance on the issue, leaving the scope of the waiver extremely
variable based on the jurisdiction of the case and causing substantial uncertainty for litigants. For
example, some courts had limited the waiver to materials communicated to the client,147 while others
extended the waiver even to work product of the attorney that was not provided to the client.148 Some
courts had restricted the waiver to communications with opinion counsel,149 while others had extended the
waiver to communications with trial counsel as well.150
In May 2006, in the case of In re Echostar,151 the Federal Circuit finally provided resolution to
some of these scope of waiver issues. First, the court addressed the types of work product that are
discoverable when an accused infringer waives privilege on an opinion of counsel. The court explained
that “the attorney-client privilege and the work-product doctrine, though related, are two distinct concepts
and waiver of one does not necessarily waive the other.”152 To determine whether waiver of an opinion of
counsel extends to work product, the court explained that the willfulness issue must always focus on the
intent of the client and the reasonableness of the client’s reliance on information and advice received from
the attorney: “It is what the alleged infringer knew or believed, and by contradistinction not what other
items counsel may have prepared but did not communicate to the client, that informs the court of an
infringer’s willfulness.”153 For this reason, “[w]ork-product waiver extends only so far as to inform the
court of the infringer’s state of mind.”154 Thus, any attorney communications with the client and any
work product that was communicated to the client is discoverable.155 Furthermore, any uncommunicated
work product that discusses or references a communication with the client is also discoverable but may be
redacted to protect work product in such documents that was not communicated.156 The court held that
other work product is not discoverable: “documents analyzing the law, facts, trial strategy, and so forth
that reflect the attorney’s mental impressions but were not given to the client... [are] not discoverable.”157

The second holding in the Echostar case addresses what other legal advice must be disclosed
when an accused infringer waives privilege on other opinions it received. In that case, Echostar had
disclosed opinions rendered by its in-house counsel to rebut a willfulness charge. After it was sued by
Tivo, Echostar also sought advice from the law firm Merchant & Gould, but chose not to rely on, and thus
not to disclose, that advice. The Federal Circuit reaffirmed that when one waives privilege on one or
more opinions for purposes of defending against a willfulness charge, the waiver extends to all legal
advice on the same topic from any attorney:
Thus, when EchoStar chose to rely on the advice of in-house counsel, it waived the
attorney-client privilege with regard to any attorney-client communications relating to the
same subject matter, including communications with counsel other than in-house counsel,
which would include communications with Merchant & Gould.158
The importance of this case is that the waiver was held to extend to other legal advice received even after
the litigation was filed:
EchoStar contends that waiver of opinions does not extend to advice and work product
given after litigation began. While this may be true when the work product is never
communicated to the client, it is not the case when the advice is relevant to ongoing
willful infringement, so long as that ongoing infringement is at issue in the litigation.159
Two questions remain unanswered, however, after Echostar: (1) whether the scope of waiver
extends to communications on other defenses than the specific ones addressed by the opinion; and (2)
whether the waiver should also extend to trial counsel.
On the first issue, the district courts have been divided, some holding that, for example,
disclosing an opinion of counsel regarding non-infringement waives communications regarding noninfringement, invalidity, and unenforceability.160 Other courts have limited the waiver to the specific
topic in the disclosed opinion.161
On the second issue, the Federal Circuit resolved the issue in its 2007 en banc In re Seagate
decision. The Court affirmatively held “as a general proposition, that asserting the advice of counsel
defense and disclosing opinions of opinion counsel do not constitute waiver of the attorney-client
privilege for communications with trial counsel.”162 The Court based this decision on the different
functions of trial counsel and opinion counsel, the need to protect trial counsel’s thoughts, and the fact
that willfulness generally depends on the accused infringer’s pre-litigation conduct.163 The Court further
held that relying on opinion counsel’s work product likewise generally would not waive work product
immunity with respect to trial counsel.164
b)

Timing of Production of Opinion

The timing of the waiver of the privilege through disclosure of an opinion remains important to
both sides. The patentee clearly prefers that the waiver be early in the case so that it can benefit from a
preview of the defendants’ theories on claim construction, infringement, and validity found in the opinion
and obtain the benefit of any additional materials that fall within the scope of the waiver. Likewise, the
accused infringer would prefer to wait as late as possible before making the decision to disclose the
opinion and producing materials within the waiver. Recognizing the potential prejudice to the accused
infringer of requiring it to waive privilege on its opinions early in the case, the Federal Circuit has
recommended that district courts consider bifurcation of the willfulness issue from the liability trial.165

For cases in those districts that have adopted patent local rules like the ones in the Northern
District of California, if the accused infringer intends to rely on an opinion, it must disclose the opinion
and other materials within the scope of the waiver within a set period after the court’s claim construction
ruling.166 In the absence of such a local rule, parties often include such a date as part of the proposed
scheduling order for the case. When the issue is litigated, some courts have postponed production until
late in the case,167 some have bifurcated the case or the sequence of trial proceedings,168 and some have
simply required production immediately without regard to possible prejudice to the accused infringer.169
2.

Using Patent Attorney’s State of Mind to Rebut Inequitable Conduct

Just as an accused infringer’s disclosure of legal advice to defend against willfulness waives the
attorney-client privilege, so too a patentee’s reliance on legal advice to defeat an inequitable conduct
defense likewise may result in a waiver of privilege:
Generally, in this type of situation, the patentee intends to have the prosecuting patent
attorney testify that the allegedly withheld prior art was not material or not known by the
patentee. Injecting the attorney's advice and state of mind in this fashion operates as a
waiver of the attorney-client privilege.170
Some courts, however, have held that a mere denial of inequitable conduct or intent by a patent attorney
does not alone waive privilege because it does not reveal the content of privileged communications.171 If
privilege is found to have been waived, the scope of the waiver when the patentee injects advice to rebut
inequitable conduct might extend to all attorney-client communications relating to the prosecution of the
patent at issue.172
3.

Placing State of Mind at Issue to Support Estoppel Defense

Equitable estoppel is a common defense in patent litigation. The gist of the defense is that the
accused infringer continued its allegedly infringing actions in reliance on a representation from the
patentee that it would not enforce its patent rights.173 If the infringer relied on something else in
continuing its actions, such as market pressures or advice of its attorneys that there was no infringement,
then there would be no estoppel.174
Some cases, almost all of them in the Northern District of Illinois, have held that by pleading an
estoppel defense, the accused infringer affirmatively places at issue its pre-lawsuit communications with
attorneys regarding the patents-in-suit, and thereby waives the privilege on these communications.175
More recent cases, however, have backtracked on this issue, holding that merely raising the estoppel
defense does not put advice of counsel into issue.176 The new cases criticize the old ones for allowing
waiver of advice of counsel if the advice is simply “relevant” to the defense when the proper test is
whether the defendant intends to use the advice to prove its defense. The Federal Circuit has endorsed
this new approach.177 Thus, under the modern view, the implicit waiver is treated more narrowly, such
that merely raising equitable estoppel as a defense does not waive advice of counsel, unless the one
raising the defense expressly relies on that advice.
4.

Piercing the Privilege Due to Inequitable Conduct

When inequitable conduct is an issue, an alleged infringer might attempt to pierce the patentee’s
attorney-client privilege based upon the application of what has been labeled the “crime-fraud” exception.
The “crime-fraud” exception in general states that communications made by a client to its attorney in
furtherance of an ongoing or future crime or fraud should not be protected by privilege.178 While
inequitable conduct is often colloquially referred to as “fraud on the Patent Office,” the Federal Circuit

has rejected the argument that an allegation of inequitable conduct is sufficient to invoke the crime-fraud
exception.179 Instead, to pierce the privilege, the party must make a prima facie case of common-law or
“Walker Process” fraud, including the following elements: (1) a misrepresentation of a material fact, (2)
with intent to deceive, (3) reliance upon the misrepresentation by the party deceived, and (4) resultant
injury.180 Thus, while inequitable conduct may encompass the withholding of material information, the
fraud necessary to pierce the privilege is limited to a “material misrepresentation”; in addition, while
reliance is not necessary for inequitable conduct, it is for the crime-fraud exception. Thus, the mere
failure to cite a reference to the Patent Office will not suffice to pierce the attorney-client privilege based
on the crime-fraud exception.181
5.

Loss of Privilege in Asset Transfers (Including Patents)

Today, more and more patent lawsuits are being brought by companies that have purchased one
or more patents from others, often buying them out of a bankruptcy auction. Often, the purchaser also
receives from the seller/patentee documents related to the patent, many of which are likely to be
privileged. The question then arises: can the purchaser in litigation continue to maintain privilege over
the documents it received as part of the asset transfer, or has the privilege been waived. The answer is
that any privilege that may have existed over the documents should be considered waived if they were
part of a transfer of less than all of the assets of the privilege holder and if the common interest privilege
does not apply.
“[A] transfer of assets is not sufficient to effectuate a transfer of the [attorney-client] privilege[];
control of the entity possessing the privilege[] must also pass for the privilege[] to pass.”182 The Federal
Circuit applied this law to the patent context and held that the assignment of a patent does not transfer an
attorney-client relationship: “The district court correctly found that Medtronic was never a client of [the
attorneys] because the assignment of a patent does not transfer an attorney-client relationship.”183
Of course, it is black-letter law that “[v]oluntary disclosure of the content of a privileged
communication constitutes a waiver of the privilege as to all other such communication on the same
subject matter.”184 In the context of transferring privileged documents to a purchaser of part of the assets
of the privilege holder, the transfer waives the privilege.185
In some special situations, a “common interest” privilege might apply to protect disclosures of
privileged material to a purchaser of assets. Although the elements of the privilege may vary somewhat
between circuits, the common interest privilege generally requires that the communication was made by
separate parties in the course of a matter of common interest and was designed to further that common
interest.186 Thus, the common interest privilege might protect disclosures of privileged information as
part of a partial asset transfer that occurs while litigation is ongoing or anticipated and for the purpose of
the joint defense instead of for a business reason (such as to encourage the purchaser to go through with
the transaction).187
In sum, accused infringers in litigation regarding patents that were obtained as part of a partial
asset transfer should demand all documents that were received by the current owner as part of the transfer,
including any the owner claims to be privileged, and should move to compel if the owner refuses.
C.

“Claw-Back” of Inadvertently Produced Privileged Documents

In order to avoid conflicts over inadvertent production of privileged documents,188 parties have
often included a provision for so-called “claw-backs” of privileged documents in their agreed Protective
Orders. Such a provision has generally allowed a producing party that discovers an inadvertent

production of a privileged document or an inadvertent misdesignation of confidentiality of a document to
notify the receiving parties of this problem and have the documents returned.
On September 19, 2008, the President signed into law new Federal Rule of Evidence 502, which
specifically protects a party from inadvertent disclosure under certain circumstances. According to the
legislative report, it was in part designed to address the conflicting circuit views on inadvertent production
and to reduce costs associated with production in the e-discovery age:
The costs of discovery have increased dramatically in recent years as the proliferation of
email and other forms of electronic record-keeping have multiplied the number of
documents litigants must review to protect privileged material. Outdated law affecting
inadvertent disclosure coupled with the stark increase in discovery materials has led to
dramatic litigation cost increases.189
The new rule applies in all proceedings commenced after the date of enactment, September 19, 2008, and,
“insofar as is just and practicable,” in all proceedings pending on that date. Rule 502(b), which addresses
inadvertent disclosure, states:
b. Inadvertent Disclosure - When made in a Federal proceeding or to a Federal office or
agency, the disclosure does not operate as a waiver in a Federal or State proceeding
if:
1. the disclosure is inadvertent;
2. the holder of the privilege or protection took reasonable steps to prevent disclosure; and
3. the holder promptly took reasonable steps to rectify the error, including (if applicable)
following Federal Rule of Civil Procedure 26(b)(5)(B).
The last two requirements are important, with claw back possible if the patent holder both took reasonable
steps to prevent the disclosure and to get the documents back. Case law will certainly develop over what
satisfies these two types of “reasonable steps.” For example, is the use of key word searching to find and
remove privileged documents from a production a “reasonable step” to prevent inadvertent disclosure?190
Despite the new addition of Rule 502, parties should continue to negotiate a “claw-back”
agreement, and preferably, incorporate it into their agreed Protective Orders. Even though Rule 520
removes some of the uncertainty regarding inadvertent disclosure, a significant amount of uncertainty still
exists given the requirements of “reasonable steps.” Claw-back agreements can almost entirely remove
these concerns and help minimize cost and risk regarding production of privileged documents. Rule
502(e) specifically allows claw-back agreements between parties (although states that they do not apply to
third parties) and Rule 502(d) provides that a claw-back agreement incorporated into a court order will
apply to all disclosures in the litigation.
IX.

PROTECTIVE ORDER ISSUES

Nearly every patent case requires one or all parties to produce confidential technical and financial
information during discovery, often to a marketplace competitor. For this reason, crafting Protective
Orders at the beginning of a case to govern production and handling of confidential information should
receive considerable attention by litigants. District courts generally will adopt a Protective Order drafted
and agreed to by the parties. Set forth below is a list of issues that the parties should consider for their
Protective Order in patent cases, some issues common with other types of cases but some fairly unique to
patent litigation.

A.

Tiers of Confidentiality

Confidential information produced in litigation will have different levels of sensitivity. Most
protective orders will therefore allow information to be designated as one of several levels, or tiers, of
confidentiality, with each tier having different restrictions, such as persons who have are given access,
how the information must be stored or handled, etc. Most patent cases have two tiers, such as
“Confidential” for most information and a more restrictive “Attorneys’ Eyes Only” for more sensitive
information, such as future product plans, technical trade secrets, and financial information. Cases that
involve computer software will often have a third, most restrictive tier for computer source code.
For each tier, the protective order should spell out who will be given access to the information.
Outside counsel will generally have access to all tiers, as will the court and experts. The parties must also
decide whether in-house counsel will be given access to any or all tiers. Generally, non-attorney
employees of the opponent are restricted from seeing all or the more sensitive tiers, although sometimes a
party will be permitted one designated employee to be given access. In cases where there are codefendants who are competitors of each other, the protective order might grant the plaintiff more access to
each defendant’s documents than its co-defendants. For experts who will be given access, the order
should provide a procedure by which the expert’s name and credentials (including past jobs as an expert)
must be disclosed to the opponent certain number of days before any of that opponent’s information if
disclosed to the expert; this delay gives the opponent an opportunity to determine whether there might be
some reason that the disclosed expert should not be given access to the information (e.g., the expert might
be an employee of a competitor or might be involved in developing technology in the same field as the
opponent). Often, a protective order will require certain groups of third parties who are given access,
such as vendors or experts, to sign an undertaking agreeing to be bound by the terms of the protective
order, and the order often includes the form of such an undertaking as an exhibit. The order might also
allow a confidential document to be shown to a witness in a deposition who has already had access the
document prior to its production, such as a letter or e-mail in which the witness was the sender or a
recipient.
For computer source code, severe restrictions on access are generally appropriate. Sometimes,
parties agree that source code can be inspected but not copied; for example, an opponent’s attorneys and
experts might be given unlimited access to inspect the code in the producing attorney’s offices. Other
times, source code might be produced only in paper form with limited provision for copying. More
typically, however, source code is produced in electronic form on a laptop computer with password
protection and provisions that the laptop may not be connected to a network. Also, source code must
generally be maintained in a locked room with a log kept of those who access the code.
B.

Third-Party Protections

The protective order should expressly apply to information produced by anyone as part of the
litigation, not only the parties but also third parties that might be required to produce evidence via
subpoenas. Such forethought will save the parties from having to seek amendment if third party evidence
is sought during the case.
C.

Conflicts over Designation

The Protective Order should set forth a specific procedure by which a receiving party may
challenge the confidentiality designation of one or more documents. The procedure should provide a
period of time after written notice of the challenge for the producing party to change the designation.
Although the procedure should place the burden of proving the proper designation on the producing party,

the protective order might require that one party of the other bring the matter to the court’s attention (e.g.,
require the producing party to move for a protective order or the challenging party to move to compel).
D.

Destruction/Return of Confidential Documents at Conclusion of Case

The order should require that, at the conclusion of the litigation, another party’s confidential
information be either destroyed or returned by the receiving party and that a certification be provided
when such destruction or return is complete. An often-included exception allows outside counsel to
maintain one complete set of files indefinitely or for a limited period of time.
E.

Preventing Use of Confidential Documents in Other Proceedings

Nearly every protective order entered to protect confidential documents produced in the litigation
requires that such documents may be used only for purposes of preparation and litigation of the matter.191
This general statement has several specific applications in patent cases. For example, the “litigation”
probably would not include ancillary proceedings in the Patent Office, such as reissues or reexaminations,
even though those proceedings might involve the patentee and the accused infringer. Needless to say,
such a provision also would preclude a party from using confidential information received from its
opponent to file its own patent applications.192
F.

Patent Prosecution Bar

A common problem that arises in patent litigation involves patent attorneys who not only
represent clients in litigation but also before the Patent Office. For example, a patentee’s litigation
counsel might be simultaneously drafting or prosecuting patent applications for the patentee in the Patent
Office on technology that relates to that in the patent-in-suit, often with those patent applications being
continuing applications claiming the benefit of the patent-in-suit’s filing date. The accused infringer
would be concerned that the patentee’s attorney, despite his or her best efforts, might not be able to ignore
the accused infringer’s confidential information regarding its accused product produced during the
litigation when drafting patent claims in those pending applications. This possible scenario and others
have caused litigants to seek a bar on those who have access to an opponent’s confidential information
during litigation from participating in certain types of patent prosecution activities.193 In general, courts
have been receptive to requests that the protective order include this type of provision, which is often
called a “prosecution bar.”194 A few courts, however, have shown resistance, holding that attorneys
should be trusted not to violate the basic premise of protective orders that confidential information
obtained during litigation will not be used outside the context of the litigation.195
In May 2010, the Federal Circuit attempted to resolve the conflict among the district courts by
setting forth standards for determining the need for, scope of, and exemptions from a prosecution bar. In
a case involving a petition for a writ of mandamus, In re Deutsche Bank Trust Company Americas et al.,
the court rejected the view that patent prosecution was inherently equivalent to competitive decisionmaking.196 The court identified some prosecution activities (such as filing information disclosure
statements) that do not appear to involve competitive decision-making and pose little risk of inadvertent
use of confidential information obtained as part of litigation, but noted the following activities do:
“obtaining disclosure materials for new inventions and inventions under development, investigating
prior art relating to those inventions, making strategic decisions on the type and scope of patent
protection that might be available or worth pursuing for such inventions, writing, reviewing, or
approving new applications or continuations-in-part of applications to cover those inventions, or
strategically amending or surrendering claim scope during prosecution.”197 The Court then set forth a
two-part analytical framework for a prosecution bar.198 The party seeking a prosecution bar must show
that the proposed duration and subject matter covered by the bar reasonably reflect the risk presented by

the disclosure of proprietary competitive information learned during the litigation. Then, if another party
wants an exemption from the bar, it must make two showings on a counsel-by-counsel basis. First, the
party must show that representation of the client in matters before the PTO is not likely to implicate
competitive decision-making related to the subject matter of the litigation so as to give rise to a risk of
inadvertent use of confidential information. Note that the Court outlined its views on what types of
prosecution activities likely do and do not constitute competitive decision-making. Second, the party
seeking the exemption must show that the potential injury from restrictions on its choice of litigation and
prosecution counsel outweighs the potential injury to the opposing party that would be caused by
inadvertent use of confidential information. The Federal Circuit remanded the case to the district court to
reconsider the prosecution bar it had entered in light of the court’s opinion.
Attorneys crafting a prosecution bar should consider some of the following issues:
•
•
•
•
X.

Types of patent proceedings in which participation is barred: original and continuing
applications, reexaminations, reissues199
Length of time of bar: limited number of years after end of litigation or after access to
information200
Clients to which bar applies: more likely to obtain a bar limited to patenting for the litigant201
Subject matter of bar: subject matter of the patent or a specific named field202

CONCLUSION

Like all federal litigation, the Federal Rules of Civil Procedure govern the discovery process in
patent litigation. However, there are issues that arise only in patent cases or else arise more often in these
cases than others. An understanding of these particular issues should help any patent litigator obtain the
discovery its client needs in an efficient manner.
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